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DETAILED ACTION 

Receipt is acknowledged of Appeal Brief filed on 2/22/07. In view of Appeal 
conference, prosecution is resumed. Claims 17-20 and 22-28 are pending in the application. 
Claim Rejections - 35 USC § 112 

Claims 17-18 are rejected under 35 U.S.C. 1 12, first paragraph, because the specification, 
while being enabling for method of treating skin drawn to SPF protection using sunscreen 
compositions having anionic polyurethane and polyacrylate as the second solubilized polymer , 
does not reasonably provide enablement for method of treating skin (any skin conditions) using 
any skin care composition comprising anionic polyurethane and any second solubilized polymer . 
The specification does not enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the invention commensurate in scope with these 
claims. 

There are many factors to be considered when determining whether there is sufficient 
evidence to support a determination that a disclosure does not satisfy the enablement requirement 
and whether any necessary experimentation is "undue". See In re Wands, 858 F.2d 731, 737, 8 
USPQ 2d 1400, 1404 (Fed. Cir. 1998). The court set forth the eight factors to consider when 
assessing if a disclosure would require undue experimentation. Citing Ex parte Forman, 230 
USPQ 546, the court recited eight factors 

These factors include, but are not limited to: 

\) The breadth of the claims, 

2) The nature of the invention, 

3) The state of the prior art, 
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4) The level of one of ordinary skill, 

5) The level of predictability in the art, 

6) The amount of direction provided by the inventor, 

7) The existence of working examples 

8) The quantity of experimentation needed to male or use the invention based on the 
content of the disclosure. 

(1 and 2) The breadth of the claims and the nature of the invention : The claims are 
drawn method of treating skin comprising applying to the skin, a skin care composition 
comprising neutralized, solubilized anionic polyurethane and at least one solvent and 
composition further comprising a second solubilized polymer (claim 18). 
(6-7) The amount of direction provided by the inventors and the existence of working 
examples: Applicants have provided examples drawn to moisturizing lotions, skin 
tightening compositions and sunscreen formulations. Specification at pages 16-18 
showed test results using sunscreen formulations for SPF protection. Test shows that 
sunscreen formulations are effective using anionic polyurethane and polyacrylate in 
providing SPF protection. There is no data for SPF protection using anionic polyurethane 
and polymethacrylate of claim 19 or the combination of anionic polyurethane with 
various solubilized polymers like, acrylamide/methacrylamide-based polymers, and 
polymers derived from other monomers such as maleic anhydride, maleates, butadiene, 
styrene and its derivatives, vinyl esters, isobutylene, maleimide and substituted 
maleimides, vinyl pyrrolidone and its derivatives, polyvinyl caprolactam, itaconic acids 
and its esters, alkenes such as eicosene, zwitterionic monomers, 
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acrylamidopropyltrimethylarnrnonium chloride and vinylimidazolium chloride, 
polyesters, polyethers, polyamides, polyesteramides, polyoxazolines, polyols, 
polyalkylene glycols, other urethane-containing polymers, hydrogels, silicones and 
silicone-containing copolymers, natural and modified polymers such as cellulose, 
starches, xanthan, shellac, alginates, guars 5 and other natural and modified gums. There 
is no structural similarity between all these solubilized polymers. 
Method of treating skin claimed in the instant application includes treating skin for 
various disorders. The skin disorders are: 

i) Dermatitis including Contact Dermatitis, Atopic Dermatitis, Seborrheic Dermatitis, 
Nummular Dermatitis, Diaper rash 

ii) Bacterial Infections including Cellulitis, Cutaneous Abscesses, Necrotizing 
Subcutaneous Infections, Staphylococcal Scalded Skin Syndrome 

iii) Disorders of Sebaceous Glands including Acne, Rosacea, Perioral Dermatitis, 

iv) Scaling Papular Diseases including Psoriasis, Pityriasis Rosea, Lichen Planus, 
Pityriasis Rubra Pilaris; 

v) Pigmentation Disorders including Hypo pigmentation such as Vitiligo, Albinism and 
Post inflammatory hypo pigmentation and Hyper pigmentation such as Melasma 
(chloasma), Drug-induced hyper pigmentation, Post inflammatory hyper pigmentation. 

Method of treating skin also includes treating skin for fine lines, wrinkles, sagging 
skin, dry skin and oily skin. 

The etiology for all the disorders is different. There is no data with respect to treating 
skin for all the above disorders or treating skin for any disorder using skin care 
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compositions comprising anionic polyurethane (polymer) and all the solubilized 
polymers. 

(8) The quantity of experimentation needed to make or use the invention based on the 
content of the disclosure : The claims recite "method of treating skin" using skin care 
compositions comprising anionic polyurethane and further comprising solubilized 
polymer. Specification at paragraph bridging pages 2-3 describes various polymers. The 
polymers can be natural or synthetic polymers. The synthetic polymers can be 
homopolymers or copolymers or cationic polymers or zwitterionic polymers. Thus there 
are numerous polymers belonging to solubilized polymers claimed in claim 18. Method 
of treating skin includes various disorders for treating skin. However, the instant 
specification gives one skilled in the art no indication that one could use the combination 
of anionic polyurethane and any solubilized polymer for treating skin (any skin 
condition) and have reasonable expectation of success. Therefore further testing would be 
necessary to use the claimed invention and the practice of the full scope of the invention 
would require undue experimentation. 

Claim Rejections - 35 USC §103 
1. Claims 17-20, and 22-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
the combination of U. S. Patents 6,010,686 ('686) and 5,626,840 ('840) and 6,264,933 ('933). 
Instant application is claiming a method of treating skin comprising: 

1. Neutralized, solubilized anionic polyurethane 

2. Solvent 

3. Second polymer (polymethacrylate is the species, claims 18-20) 
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The specification defines "solubilized urethane" as ur ethane being soluble in solvent. 

Patent '686 teaches cosmetic composition using a polymeric system, which contains one 
film-forming polymer and use of this composition on the skin. See the abstract, see col.l, 11 1-16. 
Patent '686 at col.2, 11 10-26 teaches: 

11 Ik kwlUpOMtMJ KxUKxIJi! ^ tk SJAUvjtUn) ULskiS tt 

possible io obtain a homogeneous film which has a light 
ft \\u ^ in um in s ^ » i£t I itt li U* vut! <dl ui> l«>ug Ilk- 
tilm is uoi at all stcky, whik being soft supple, clastic and 

; ttexibk on the skin; it follows the movements of the support 
on which it is applied without cracking and/or lifting off. It 
dheres eonif u h i the tips I'm n isition coord i u 
she invention therefore is particularly advantageous m a 
composition for application to the lips, especially as Hp 

„ 0 rouge. The cotitposition according to the invention also is 
p&rticu.krh advantageous as a composition I'oi application 
as an eyeliner. 

Furthermore, she film obtained io accordance with the 
present invention can be very glossy or more or less matte, 
dept i< hag on he nature of the particular constituents oi t he 
eomposi m This results io a wider range o:l raake-uj 
oroducte which can. be made l'Iossv or matte at will. 

Patent at col.2, 11 35-40 teaches various polyurethanes and this includes anionic 



polyurethane. Patent at col.4, 11 10-24 teaches: 
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I j s sb, preset!! JL-^nptuM, "ds^xiMni* ut tilm-Utnma^ 
pnhmef"' is ink n Jc J to mean a. dispersion capable of 
forming film inch v inj no aclud 3g «.i CO lvi 
age at 

Uk-.olu^ ,{ | m [ f JIU I'll > llN I'h *^t'S J Ul" 

15 ihv pascnS imcntion ~r o r.ing<* r «>n > ^ "> b\ wUi 
&ed preferably rangt from So 409? by weight 

The ciMHf>wiliot\ t>1 Ik nu m <r n i< t.liHi K> n fn 
rttt' 1% s\v i J . p , k th \ h< n ~< to 4* r.\ «uaK"l Jr\ 
mi] ids ot flli^-!\inmis^ polymers. 

IIh pj tiLk sn*. fht. polsmu^ j ao k k^u paMiO 
xxmy range from 10 ?o 500 nm and preferably ranges, from 20 
to 150 nm mu makes k possible to < btair t :! i vi ieh 

li is i lUii irk \i <h>- 

Patent at col. 4, 11 40-45 teaches plasticizing agent and this includes water soluble solvents 
and water insoluble solvents. Patent at col.4, 11 50-62 teaches various glycol derivatives. Patent at 
col.5, 11 22-30 suggests adding additives like acrylic polymer into the compositions. See 
examples and see claim 2 for anionic polyurethane. Patent does not teach neutralized 
polyurethane. 

Patent '840 teaches claimed anionic solubilized neutralized polyurethanes. Patent '840 
teaches anionic polyurethanes which can be soluble or dispersible in water. See the abstract, and 
see col.2, 11 16-19 for the weight percent. Patent at col.5, lines 52-63 teaches: 
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Neutf alizattom renders fee polymers soluble or di^emMe 
in water for easy formukfckM Mo aqueous Mr sprays (and 
tihus contributes to removability). The neutralised polymers 
can be formulated solely la water as the solvent, or the 55 : 
solve nt system cm be a blend of polar orgaaie solvent and 
water, locally, the organic solvent wtH be an alcohol or 
ketone. Fartalarly suitable solvents are low boiling alco- 
hols that are compatible with other components in fee kair 
fixative composition, for example, C t -C 4 straight or m 
branched chain alcohols. Exemplary polar solvents are 
etttanot, propanol, isoprop&noi, butaaoi acetone, dimethyl- 
ether and dimetboxymefeant-. 

The difference between these patents and the instant application is they do not teach 
second polymer. However patent '933 teaches film forming polymer and this includes anionic 
polyurethane as the film forming polymer. See col.2, line 34 and see col.4, 11 5-8 for the weight 
percent of the polymer. Patent '933 teaches various solvents at col.4, 11 17-25. Patent at col.4, 11 
30-050 teaches additional film forming polymer can be added into the compositions and this 
includes polyacrylates and polymethacrylates claimed in the instant application. 

Accordingly it would be obvious to one of ordinary skill in the cosmetic art to prepare 
compositions of patent '686 and substitute the anionic film-forming polymer with another 
functionally equivalent film forming polymer, which is neutralized solubilized anionic 
polyurethane of patent '840 and add additional film forming polymer (polyacrylate or 
polymethacrylate) taught by patent '933 in analogous cosmetic compositions. One of ordinary 
skill in the cosmetic art would modify the compositions of patent '686 by using neutralized and 
solubilized anionic polyurethane since these anionic polyurethanes are soluble in water for easy 
formulations. This is a prima facie case of obviousness. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JYOTHSNA A. VENKAT Ph. D whose telephone number is 
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571-272-0607. The examiner can normally be reached on Monday-Friday, 10:30-7:30: 1st Friday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/JYOTHSNA A. VENKAT Ph. D/ /Michael P Woodward/ 

Primary Examiner, Art Unit 1615 Supervisory Patent Examiner, Art Unit 

1615 



